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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Group III (claims 47-62) in the reply filed 
on 20 July 2009 is acknowledged. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 47-52 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 47 recites a step of "stopping" and a step of 
"allowing", however, there is no claimed relationship in time between the two steps. 
From a review of Applicant's specification, and claim 52, it appears that in claim 47, the 
step of "allowing" occurs after the "stopping" step. Thus, claim 47 will be examined 
based upon the assumption that the "allowing" step reads as follows: "allowing the 
processing electrode and the workpiece to make a relative movement for a given length 
of time after stopping the application of the voltage". Proper clarification of the time 
relationship between the "stopping" and "allowing" steps is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Kobata et al (US 2003/0132103, published 17 July 2003) is the US publication of 
the "371" application which was the national stage entry of the PCT application 
published as Kobata et al (WO 02/103771, published 27 December 2002). The WO 
application was published in English and designated the United States, such that the 
effective filing date of the US publication under 35 U.S.C. 102(e) is the filing date of the 
PCT application, or 21 February 2002. Additionally, the WO publication qualifies as 
prior art against the present application under 35 USC 102(a). Thus, two headings are 
used below to reject the claims due to the qualification of both references as prior art 
under different sections of 35 U.S.C. 102. 

6. Claims 53-62 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Kobata et al (WO 02/103771). 

7. Claims 53-62 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kobata et al (US 2003/0132103). 

[For ease of reference, all citations come from the US Patent Application 
Publication of Kobata et al.] 

Kobata et al teach (see figure 5) an electrolytic processing apparatus having an 
electrode section (48) including a plurality of electrodes (processing electrode 50, 
feeding electrode 52), a holder (46) for holding a workpiece (W) capable of bring the 
workpiece close to or into contact with the electrodes, a power source (80) to be 
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connected to the electrodes of the electrode section, a partition member (56) disposed 
such that it can make contact with the surface of the workpiece, a liquid supply section 
(74) for supplying a liquid between the partition member and the workpiece, and a drive 
section (as indicated by various arrows showing rotation) for allowing the electrode 
section and the workpiece to make a relative movement. 

Regarding the recitation of "wherein application of a voltage ..." at the end of 
claim 53, the recitation is noted, but such recitation applies to the manner in which the 
apparatus is operated. See MPEP 21 14. As such, this claim feature has not been 
given patentable weight beyond the bounds that the apparatus needs to be capable of 
operating in the claimed fashion. Hence, because each individual part of the apparatus 
of Kobata et al was individually controllable, such that the apparatus of Kobata et al 
could have been operated in the claimed fashion, Kobata et al is considered to 
anticipate these claims. 

Regarding claims 58 and 62, Kobata et al teach (see paragraph 55) that the 
apparatus included an end point monitor, which was capable of determining an amount 
of processing. Thus, the monitor of Kobata et al is considered a processing amount 
measurement section. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. Claims 47-52 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobata et al (WO 02/103771 or US 2003/0132103) in view of Duboust et al (US 
2003/0136684) and Sato et al (US 2003/0104762). 

The teachings of Kobata et al are described above. 

In particular, Kobata et al teach (see figure 5 and paragraphs 146, 147, 153, 155- 
157 and 175-178) electrolytically processing a surface of a workpiece (W) by providing 
a processing electrode (50) and a feeding electrode (52) for feeding electricity to the 
workpiece, applying a voltage between the processing electrode and the feeding 
electrode, allowing a liquid and a partition member (56) to be present between the 
processing electrode and the workpiece, allowing the workpiece (W) to be close to the 
processing electrode (5) and allowing the workpiece and the processing electrode to 
make a relative movement (as indicated by arrows in figure 5). Kobata et al teach 
stopping the application of the voltage after a predetermined amount of processing had 
occurred ("end point of processing"). At the time the voltage is stopped, the relative 
movement is also ceased, and the workpiece is removed from the processing electrode. 

Thus, Kobata et al fail to teach application of the relative movement for a given 
length of time after the application of the voltage is stopped. 

Duboust et al teach (see abstract and paragraphs 66 and the sequence 
described in paragraphs 67-76) that in other known ECMP methods that involve 
detection of an end point, polishing may be continued after the initial detection of the 
end point to ensure adequate removal of metal residue. 



Application/Control Number: 10/534,232 Page 6 

Art Unit: 1795 

Sato et al teach (see abstract, figure 4 and paragraphs 17 and 56-62) a process 
for planarization of a workpiece including alternating steps of CMP and electropolishing, 
with a final CMP step after detection of the polishing endpoint. The overpolishing CMP 
step is done to remove the tantalum nitride barrier layer. 

Therefore, in view of the teachings of both Duboust et al and Sato et al of 
performing some form of over polishing after detection of the polishing end point, 
particularly in Sato et al where the over polishing occurs without application of a voltage, 
one of ordinary skill in the art would have found it obvious to have allowed the 
processing electrode and workpiece of Kobata et al to continue to be subjected to 
relative movement for a given time after the stopping of the voltage to permit some 
amount of the art known step of over polishing, to either ensure adequate removal or 
metal residue or to help remove the tantalum nitride barrier layer. 

Regarding claim 52, it would have been within the expected skill of a routineer in 
the art to have determined a proper amount of time to occur for the over polishing step 
as suggested by Duboust et al and Sato et al. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Harry D. Wilkins, III whose telephone number is 571- 
272-1251 . The examiner can normally be reached on M-F 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Harry D Wilkins, III/ 

Primary Examiner, Art Unit 1795 
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